
vk Docket No.; 070702007400 

•^<t^S^^ (PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the Application of: Examiner: Melanie J. Yu 

XingSUetai; Art Unit: 1641 

Serial No.: 10/750,301 Confirmation No.: 1668 

Filing Date: December 30, 2003 

For: METHODS AND DEVICES FOR USING 

RAMAN-ACTIVE PROBE CONSTRUCTS TO 
ASSAY BIOLOGICAL SAMPLES 



DECLARATION UNDER 37 CFR 1.131 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 223 1 3-1 450 

Sir: 

Xing SU, Andrew A. BERLIN, Tae-Woong KOO, Selena CHAN and Lei SUN declare 
under penalty of perjury under the laws of the United States of America as follows: 

1. We are the inventors on this application. 

2. We are familiar with the subject matter and claims of the present application. 

3. In the Action of October 5, 2006, claims 1-5, 7-12, 22 and 34 were rejected as being 
obvious over Farquharson, in view of Takagi, further in view of Schultz. Claim 6 was rejected as 
being obvious over Farquharson, in view of Takagi, further in view of Schultz, yet further in view 
ofMirkiri.. 



va-l 88093 




Application No.: 10/750,301\% // 2 Docket No.: 070702007400 



and one or more SERS-enhancing nanoparticles stationary within the gel and Takagi for disclosing 
gel separation of molecules by electrophoresis or magnetophoresis. 

5. Farquharson is a 102(e) reference as it issued as a U,S. patent on September 13, 
2005, from Application No, 10/372,621, filed on February 21, 2003. while the present application 
has a filing date of December 30, 2003. The invention of claim 1, however, was reduced to practice 
prior to February 13, 2003, when Intel's New Application Matter Number P16229 was opened. 
Intel's Matter Nmnber P16229 refers to the present application. Intel's Matter Number New 
Application P16229 is based on several invention disclosures filed prior to February 12, 2003, 
including Invention Disclosure 28479. 

6. We herewith submit page 4 and 5 of Invention Disclosure 28479 and cover pages of 
Intel's Matter Number New Application P16229 opened Febmary 13, 2003. Please note that 
paragraph 14(1) and (2) of Invention Disclosure 28479 fully support claim 1. 

7. We declare under penalty of perjury imder the laws of the United States that the 
foregoing is true and correct. Executed at ^^^^ ^"^^^f balifomia. United Stated of America, this 

{A- day of G ( .2007. 



Xing SU 



Andrew A. BERLIN 



Tae- Woong KCX3 



Selena CHAN 
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4. In claim I, as aiflended, the Ejcamiher has relied'oh Farquharsbn for disclosing a gel 
matrix comprising a gel comisrisihg pores ha^g a size to sieve mdleculfes of a desired size range 
arid one or more SERS-enhancing nahopafticles stationary within the gel arid Takagi for disclosing 
gel separation of niolecules by electrophoresi$ or nwgnetbphoresis 

5. Farquharsoh is a i p2(e) reference as it issued as a U.S. patent on Sep 
2005, fi-om Application J^ovl^ 

■rl^s^Ji' filing The invention of claim l,howei?er,vv&r^^ 

: prior, to February 13, 2003, when Intel's New Application Matter Number P16229 was opened. 
InteFs Matter Number P 16229 refers to the present application. Intel's Matter Number New 
Applipation;? 16229 is based on sesveral invention disclosures filed prior to February 12, 2003, 
incitidirigjnventibn Disclosure 28479. 

6. We herewith submit page 4 and 5 of Invention Disclosure 28479 and cover pages of 
Intel 's Matter Number New /^llcatiori P16229i0peHed:F^bri^ 13, 20O3v J?l^^.ncrte W 
paragraph: 14^P) and (2) of Iny^nte 

7. , We declare under penalty of perjury under the laws of the United States that the 
foregoing is true and correct. Executed at fe€ . California, United Stated of America, this 
- ^ ^yof ^fM^L^ . 2007. 

XingSU ~ 
Andrew A. BERLIN 
Tae-WoongKOO 
Selena CH AN 
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4. In claim 1 , as amended, the Examiner has relied on Farqoiharson for disclosing a gel 
matrix comprising a gel comprising pores having a size to sieve molecules of a desired size range 
and one or more SERS-enhancing nanoparticles stationary within the gel and Takagi for disclosing 
gel separation of molecules by electrophoresis or magnetcphoresis. 

5. Farquharson is a 1 02(e) reference as it issued as a U.S. patent on September 1 3, 
2005, from Application No. 10/372,621 , filed on February 21, 2003, while the present application 
has a filing date of December 30^ 2003. The invention of claim 1 , however^ was reduced to practice 
prior to Februaiy 13, 2003, when Intel's New Application Matter Number P16229 was opened. 
Intel's Matter Number P16229 refers to the present application. Intel's Matter Number New 
Application PI 6229 is based on several invention disclosures filed prior to February 12, 2003, 
including Invention Disclosure 28479. 

6. We herewith submit page 4 and 5 of Invention Disclosure 28479 and cover pages of 
Intel's Matter Number New Application P16229 opened February 13, 2003. Please note that 
paragraph 14 (1) and (2) of Invention Disclosure 28479 fully support claim 1 . 

7. We declare under penalty of perjury under the laws of the United States that the 
foregoing is true and correct. Executed at 5tsy^^ Cio^. California, United Stated of America, this 

^■i^ day of Joj^Mo^Ky , 2007. 



Xing SU 

Andrew A. BERLIN 
Tae-Woong KOO 
Selena CHAN 
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4. 



In claim 1, as amended, the Examiner has relied on Farqnharson for disclosing a gel 



matrix comprising a gel comprising pores having a size to sieve molecules of a desired size range 
and one or more SERS-enhancing nanoparticles stationary within the gel and Takagi for disclosing 
gel separation of molecules by electrophoresis or magaetophoresis. 

5. Farquharson is a 1 02(e) reference as it issued as a U.S. patent on September 1 3, 
2005, from Application No. 10/372,621, filed on February 21, 2003, while the present application 
has a filing date of December 30, 2003. The invention of claim 1, however, was reduced to practice 
prior to February 13, 2003, when Intel's New Application Matter Number P16229 was opened. 
Intel's Matter Number PI 6229 refers to die present application. IntePs Matter Number New 
Application PI 6229 is based on several invention disclosures jfiled prior to February 12, 2003, 
including Invention Disclosure 28479. 

6. We herewith submit page 4 and 5 of Invention Disclosure 28479 and cover pages of 
Intel's Matter Number New Application P 16229 opened February 13, 2003. Please note that 
paragraph 1 4 (1) and (2) of Invention Disclosure 28479 fiilly support claim 1, ^ 

7. We declare under penalty of perjury under the laws of the United States that the 
foregoing is true and correct. Executed at Cl0Jt( , California, United Stated of America, this 




XingSU 



Andrew A. BERLIN 



Tae-Woong KOO 



/SeienaCHAN 
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